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Office Action Summary 


Application No. 


Applicant(s) 


Examiner 


Group Art Unit 





— 77?e MAILING DATE of this communication appears on the cover sheet beneath the corresp ndence address- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3> MONTH(S) FROM THE MAILING DATE 
OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 



sponsive to communication(s) filed on _ 



□ This action is FINAL 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayte, 1 935 CD. 1 1 ; 453 O.G. 213. 

Dlspositi n of Claims 

Q^laim(s) [ ; : is/are pending in the application. 

Of the above claim(s) _ is/are withdrawn from consideration. 

□ Claim(s) . . is/are allowed. 

S^laim(s) ^ : — is/are rejected. 

□ Claim(s) — is/are objected to. 

□ Claim(s) — are subject to restriction or election 

requirement. 

Applicati n Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on : is □ approved □ disapproved. 

□ The drawing(s) filed on„ is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Prl rity under 35 U.S.C. §119 (a)-(d) 

Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 
CrAII DSome* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



[^received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

*Certified copies not received:^_ - 

Attachment(s) 

s/nformation Disclosure Statement(s), PTO-1 449, Paper No(s) ^ □ Interview Summary, PTO-41 3 

£/Notice of Reference(s) Cited, PTO-892 □ Notice of Informal Patent Application, PTO-1 52 
□ Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 
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DETAILED ACTION 



Oath/Declaration 

1 . The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1.67(a) identifying this application by application number and filing 
date is required. See MPEP §§ 602.01 and 602.02. 

2. The oath or declaration is defective because it fails to comply with 37 C.F.R. § 
1.52. 37 CFR §1.52 (a)(l)(i) requires flexible, strong, smooth, non-shiny, durable, 
and white paper . 

Specification 

3. The layout of the instant specification is unclear. The following guidelines 
illustrate the preferred layout and content for patent applications. These guidelines 
are suggested for the applicant's use. 

Arrangement of the Specification 

The following order or arrangement is preferred in framing the specification 
and, except for the reference to the drawings, each of the lettered items should appear 
in upper case, without underling or bold type, as section headings. If no text follows 
the section heading, the phrase "Not Applicable" should follow the section heading: 

(a) Title of the Invention. 

(b) Cross-Reference to Related Applications. 

(c) Statement Regarding Federally Sponsored Research or Development. 

(d) Reference to a "Sequence Listing," a table, or a computer program listing 
appendix submitted on compact disc (see 37 CFR 1.52(e)(5)). 

(e) Background of the Invention. 
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1 . Field of the Invention. 

2. Description of the Related Art including information disclosed 
under 37 CFR 1.97 and 1.98. 

(f) Brief Summary of the Invention. 

(g) Brief Description of the Several Views of the Drawing(s). 

(h) Detailed Description of the Invention. 

(i) Claim or Claims (commencing on a separate sheet). 

(j) Abstract of the Disclosure (commencing on a separate sheet), 
(k) Drawings. 

(1) Sequence Listing, if on paper (see 37 CFR 1.821-1.825). 

Information Disclosure Statement 

4. The listing of references in the specification is not a proper information 

disclosure statement. 37 CFR 1.98(b) requires a list of all patents, publications, or 
other information submitted for consideration by the Office, and MPEP § 609 A( 1 ) 
states, "the list may not be incorporated into the specification but must be submitted 
in a separate paper." Therefore, unless the references have been cited by the 
examiner on form PTO-892, they have not been considered. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Claim 1 provides for the use of zinc alloy, but, since the claim does not set 



^1 
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forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a 
use without any active, positive steps delimiting how this use is actually practiced. 
8. Claim 1 is indefinite because the wording "optionally" on line 6 is superfluous. 



Claim Rejections - 35 USC §101 

9. Claim 1 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim 
under 35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 
(D.D.C. 1966). 

Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 

that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

1 1. Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by DE 
71551 1 (PTO-1449, page 1, lines 49-50 and page 2, lines 56-65), USP 3843416 to 
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Cross et al (Table 2, sample 12). The elements other than Al and Zn are optional 
elements which need not be disclosed by cited references. 

Claim Rejections - 35 USC §103 

12. The factual inquiries set forth in Graham v. John Deere Co. 7 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 

obviousness or nonobviousness. 

13. This application currently names joint inventors. In considering patentability 
of the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter 
of the various claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1.56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 103(c ) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

14. Claim 1 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over USP 3862863 to Gervais et al 
(col. 1, lines 12-17), PL 102236 (abstract), JP 57140863 (abstract), or DE 3007850 
(claim 1 in page 1). 

15. The cited reference(s) disclose(s) the features including the claimed Zn-Al alloy 
composition. The difference between the reference(s) and the claims are as follows: 
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cited references do not disclose all the recited optional elements. But, optional 
elements are merely optional and are not required to be disclosed by cited referencs. 
Therefore, the subject matter as a whole would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have selected the 
overlapping portion of the subject matter disclosed by the reference. Overlapping 
ranges have been held to be a prima facie case of obviousness, See MPEP § 21 12.01, In 
re Malagari, 182 USPQ549, In re Titanium Metals Corporation of America v. Banner, 227 
USPQ773 (Fed. Cir. 1985), and In re Wertheim, 541 F.2d257, 191 USPQ90 (CCPA 1976). 



Conclusion 

The above rejection relies on the reference(s) for all the teachings expressed in the 
text(s) of the references and/or one of ordinary skill in the metallurgical art would have 
reasonably understood or implied from the text(s) of the reference(s). To emphasize certain 
aspect(s) of the prior art, only specific portion(s) of the text(s) have been pointed out. Each 
reference as a whole should be reviewed in responding to the rejection, since other sections of 
the same reference and/or various combination of the cited references may be relied on in 
future rejection(s) in view of amendment(s). 

All recited limitations in the instant claims have been meet by the rejections as set forth 

above. 

Applicant is reminded that when amendment and/or revision is required, applicant 
should therefore specifically point out the support for any amendments made to the disclosure. 
See MPEP § 2163.06 (a) and 37 C.F.R. § 1.1 19. 

Examiner Correspondence 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to S. Ip whose telephone number is (703) 308-2542. The 
examiner can normally be reached on Monday to Friday from 5:30 A.M. to 2:00 P.M. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King, can be reached on (703)-308-l 146. 

The facsimile phone number for this Art Unit 1742 are (703) 305-3601 (Official Paper 
only) and (703) 305-7719 (Unofficial Paper only). When filing a FAX in Technology Center 
1700, please indicate in the Header (upper right) "Official" for papers that are to be entered 
into the file, and "Unofficial" for draft documents and other communication with the PTO that 
are not for entry into the file of the application. This will expedite processing of your papers. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0651. 

^ 

SIKYIN IP 
PRIMARY EXAMINER 
ART UNIT 1742 



S. Ip 

September 24, 2002 



